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Period for Reply 
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Status 
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2aM This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Application Papers 
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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 1-3, 5-8, 10-12, 43 and 44 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

In claim 1, lines 12-13, it is not clear what is meant by the recitation "a having size and 
shape". 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 1 3-1 7, 1 9-32 and 34^1 are rejected under 35 U.S.C. 1 03(a) as being 
unpatentable over Friedman ('841 ). 

Friedman discloses a notebook comprising a stack of papers (38); and a pouch 
(10) having generally the same size and shape in top view as the stack of papers (as 
seen in figure 2), the pouch including an inner cavity (as seen in figure 1); the pouch 
being generally rectangular in top view (as seen in figure 2) and including a pair of 
lateral edges and a pair of longitudinal edges; wherein the pouch is bound to the stack 
of papers along one of the lateral edges (see figure 2). 
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Friedman discloses the claimed invention except for the claimed dimensions of 
the pouch. It would have been an obvious matter of design choice to provide any 
desired dimensions for the pouch, since such a modification would have involved a 
mere change in the size of a component. A change in size is generally recognized as 
being within the level of ordinary skill in the art. In re Rose, 105 USPQ 237 (CCPA 
1955). 

Regarding claim 14, see the above rejections to claim 13. 

Regarding claim 15, the notebook includes a binding mechanism (36) binding 
together the stack of papers and the pouch. 

Regarding claim 16, Friedman discloses the binding mechanism being a spiral 
binding mechanism (as seen in figure 2). 

Regarding claim 17, at least part of the binding mechanism extends through the 
stack of papers and the pouch to bind the stack of papers and the pouch (as seen in 
figure 2). 

Regarding claim 19, the notebook includes a rear cover (45) bound to the stack 
of papers and the pouch by the binding mechanism (as seen in figure 2), the rear cover 
having a greater stiffness than a paper of the stack of papers (see col. 3, lines 26-28). 

Regarding claim 20, the rear cover is bound to the stack of papers and the pouch 
such that the stack of papers can be located between the pouch and the rear cover (as 
seen in figure 2 - the stack of papers 38 are between the rear cover 45 and the pouch 
10). 
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Regarding claims 21 and 23, Friedman discloses the pouch being "made from a variety 
of materials as heavy paper bond, drafting board, inexpensive plastic sheet material and 
the like" (see col. 3, lines 29-37). Inherently, this would include a material rendering the 
pouch generally transparent. 

Regarding claim 22, the. pouch includes a pair of opposed panels (12, 14) joined 
together at their outer peripheries to form a cavity therebeteween (see col. 3, lines 38- 
68 through col. 4, lines 1-7). 

Regarding claim 24, the pouch including a mouth (22) for accessing the inner 

cavity. 

Regarding claim 25, the pouch includes a closure mechanism (40, 42) for 
selectively closing and opening the mouth. 

Regarding claim 26, Friedman discloses the pouch being "made from a variety of 
materials as heavy paper bond, drafting board, inexpensive plastic sheet material and 
the like" (see col. 3, lines 29-37). Inherently, this would the pouch being made of a 
flexible material. 

Regarding claim 27, the pouch is generally aligned with the stack of papers such 
that the longitudinal and lateral edges of the pouch are aligned with a pair of longitudinal 
and lateral edges of the papers (as seen in figure 2). 

Regarding claim 28, see the above rejections to claims 13 and 21. 

Regarding claims 29-31 , see the above rejections. 

Regarding claim 32, Friedman discloses the binding mechanism being a spiral 
binding mechanism (as seen in figure 2). 
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Regarding claim 34, the notebook includes a rear cover (45) bound to the stack 
of papers and the pouch by the binding mechanism (as seen in figure 2), the rear cover 
having a greater stiffness than a paper of the stack of papers (see col. 3, lines 26-28). 

Regarding claim 35, the rear cover is bound to the stack of papers and the pouch 
such that the stack of papers can be located between the pouch and the rear cover (as 
seen in figure 2 - the stack of papers 38 are between the rear cover 45 and the pouch 
10). 

Regarding claim 36, the pouch includes a pair of opposed panels (12, 14) joined 
together at their outer peripheries to form a cavity therebeteween (see col. 3, lines 38- 
68 through col. 4, lines 1-7). 

Regarding claim 37, Friedman discloses the pouch being "made from a variety of 
materials as heavy paper bond, drafting board, inexpensive plastic sheet material and 
the like" (see col. 3, lines 29-37). Inherently, this would include a material rendering both 
panels of the pouch as being generally transparent. 

Regarding claim 38, the pouch including a mouth (22) for accessing the inner 

cavity. 

Regarding claim 39, the pouch includes a closure mechanism (40, 42) for 
selectively closing and opening the mouth. 

Regarding claim 40, the pouch is generally rectangular in top view and including 
a pair of lateral and longitudinal edges (as seen in figures 1 and 3), wherein the pouch 
is bound to the stack of papers along one of the lateral edges (as seen in figure 2). 
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Regarding claim 41 , the pouch is generally aligned with the stack of papers such 
that the longitudinal and lateral edges of the pouch are aligned with a pair of longitudinal 
and lateral edges of the papers (as seen in figure 2). 

5. Claims 1 8 and 33 are rejected under 35 U.S.C. 1 03(a) as being unpatentable 
over Friedman in view of Robinson ('207). 

Friedman discloses the claimed invention except for the stack of papers including 
a plurality of printed guidelines. 

Robinson discloses a notebook having a stack of papers, wherein the stack of 
papers include a plurality of printed guidelines (as seen in figure 2). Therefore, it would 
have been obvious to one having ordinary skill in the art at the time of the invention to 
modify Friedman's invention to include printed guidelines on the stack of papers, as 
taught by Robinson, to enable the user to provide printed indicia on the papers in a neat 
and orderly fashion. 

Allowable Subject Matter 

6. Claim 42 is allowed. 

7. Claims 1-3, 5-8, 1-12, 43 and 44 would be allowable if rewritten or amended to 
overcome the rejection(s) under 35 U.S.C. 1 12, 2nd paragraph, set forth in this Office 
action. 

Response to Arguments 

8. Applicant's arguments filed July 1 9, 2004 have been fully considered but they are 
not persuasive. 
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Applicant argues that Friedman fails to disclose the claimed dimensions of the 
pouch, in particular the longitudinal edges being longer than the lateral edges, and the 
pouch being bound to the stack of papers along one of the lateral edges. The examiner 
maintains that it would have been obvious to provide any desired dimensions for the 
notebook such that either side could be considered the lateral or longitudinal edges, 
wherein the longitudinal edges are longer than the lateral edges and the notebook is 
bound to the stack of papers along one of the lateral edges. 

Conclusion 

9. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Monica S. Carter whose telephone number is (703) 305- 
0305. The examiner can normally be reached on Monday-Thursday (6:30 AM - 4:00 
PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Andrea L. Wellington can be reached on (703) 308-2159. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

September 30, 2004 

MONICAS. CARTER 
PRIMARY EXAMINER 



